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DETAILED ACTION 

The Examiner overlool<ed the new matter issue in the previous office action. A 
new non-final rejection is set forth below. 

Specification 

The amendment filed 1/21/2009 is objected to under 35 U.S.C. 132(a) because it 
introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment 
shall introduce new matter into the disclosure of the invention. The added material 
which is not supported by the original disclosure is as follows: The limitation "without 
using the carrier gas stream" in the discharged portion was not defined in the 
specification, as originally filed. The applicant argues that the words" without using the 
carrier gas stream" is in the claims. The Examiner respectfully submits that the limitation 
of " without the use of carrier gas stream" to discharge the liquid phase was added on 
10/03/2008. Such limitation is not in the original filed specification and/or claims. 

Applicant is required to cancel the new matter in the reply to this Office Action. 

Claim Rejections - 35 USC §112 
The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification sliall contain a written description of tlie invention, and of the manner and process of 
malting and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-15 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
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which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The limitation "discharging of the liquid phase 
without using the carrier gas" as defined in claim 1 is not present in the original filed 
specification or claims. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

It is noted that claims 11,19 and 20 are product-by-process claims. Eventhough 

product-by-process claims are limited by and defined by the process, determination of 

patentability is based on the product itself. The patentability of a product does not 

depend on its method of production. If the product in the product-by-process claim is the 



same as or obvious from a product of the prior art, the claim is unpatentable even 
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though the prior product was made by a different process." In re Thorpe, 77F.2d 695, 
698,227 USPQ 964,966 (Fed. Cir. 1985) (citations omitted). 



Claims 1-3, 7-18 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US 2002/0040662 to Dietz et al. 

Regarding claim 1-2. 7-10 and 20 . Dietz et al. disclose a process of preparing 
pigment dispersion such as azo by injecting a pigment suspension through multiple 
nozzles into a flocculation -stabilizing, liquid medium inside a reactor. It is clear that the 
reactor has an internal space and a cross-section area. In case of a three-jet 
arrangement, an angle of 120 °C between the jets is appropriate. The resulting liquid 
pigment preparation and the gas or the evaporated liquid being removed from the 
reactor through a further opening in the housing by means of overpressure on the gas 
entry side or underpressure on the product and gas exit side. Thus the product is 
removed without using of the carrier gas stream. The number of passes dependent on 
the fineness requirements for the respective field of use. The pressure under which that 
the suspension is sprayed in the chamber is at least 50 bar.([0009]-[0017] and [0026]) 

The references differ from Applicant's recitations of claims by not disclosing 
identical ranges. However, the reference discloses "overlapping" ranges, and 
overlapping ranges have been held to establish prima facie obviousness (MPEP 
2144.05). 

Regarding claim 3 . Dietz et al. also further disclose that in a case of an 
arrangement with two jets, the jets preferably strike one another frontally (180° angle 



Application/Control Number: 10/532,565 Page 5 

Art Unit: 1793 

between the jets); in tlie case of a three-jet arrangement, an angle of 120 °C between 
the jets is appropriate. By extension of the teaching of Dietz et al., it would be obvious to 
make a said reactor or device wherein the axes of the nozzles or jets are set at an angle 
of between 0 °C and 90 °C, as recited in claim 13, by increasing the number of the 
nozzles ([0013]). 

Regarding claim 1 1 . Dietz et al. also further disclose the method can be used to 
make ink compositions. ([0049]) 

Regarding to claims 12 -13 and 16-18 . Dietz et al. disclose a microjet reactor 
having a chamber, multiple nozzles with pumps. The microjet reactor is surrounded by 
thermosetting housing. In case of a three-jet arrangement, an angle of 120 °C between 
the jets is appropriate. By extension of the teaching of Dietz et al., it would be obvious to 
make a said reactor or device wherein the axes of the nozzles or jets are set at an angle 
of between 0 °C and 90 °C, as recited in claim 13. Regarding to temperature sensing or 
monitoring, Dietz et al. also further disclose that where necessary, the introduced gas or 
the evaporating liquid that is used to maintain the gas atmosphere in the inside of the 
housing may be used for cooling, and that an evaporating cooling liquid or a cooling gas 
may be introduced into the reactor chamber by way of an additional bore in the housing, 
and that the aggregate state of the cooling medium may be conditioned by temperature 
and/or pressure. 

Regarding 14 and 15 . Dietz et disclose a three-jet reactor in which, by means of 
a high-pressure pump the pigment solution is sprayed to the point of conjoint collision 
through one nozzle and by means of a second high-pressure pump the precipitation 
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mediunn is sprayed to tlie same point tlirough two nozzles. However, Dietz et al. do not 
specifically disclose a device or a reactor wherein the chamber has a volume of from 
0.1 to 100 ml, or from 1 to 10 ml. as recited in Applicants' claims 14 and 15, 
respectively. Nonetheless, the claimed volume ranges of the chamber would have been 
the result of a routine experimentation by one of ordinary skill in the art with the aim of 
optimizing the process of preparing liquid pigment preparation. 

Claims 1,4-6 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US 2002/0040662 to Dietz et al., in view of US 2002/0055619 to Dietz et al. 

Regarding claims 1.4-6 and 19. '662 discloses a process of preparing pigment 
dispersion such as azo by injecting a pigment suspension through multiple nozzles into 
a flocculation -stabilizing, liquid medium inside a reactor. But they are silent the 
formation of azo pigments by using the microjet reactor as applicants set forth in the 
instant application. However, it would have been obvious to one of ordinary skill in the 
art at the time of invention by applicant to use the microjet to make the azo pigment in 
'662 , motivated by the fact that '619, also drawn to using of the microjet reactor, 
discloses of the formation of azo pigment, discloses that using microjet reactor to form 
azo pigment is simple and an environmentally unproblematic preparation ([0071]) 

'619 further disclose that the formation of azo colorant is by coupling and the azo 
colorant precursor is selected from C. I. Pigment 1, 3, 12 et al. ([0007]-[0022]). 
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Response to Arguments 

Applicant's arguments filed 10/3/08 and 1/21/08 have been fully considered but 
they are not persuasive. (Since the microjet reactors used in the previous reference and 
the newly cited reference are substantial the same, the Examiner will address the 
argument filed 10/03/2008). 

Regarding to the process claims: 

Applicant argues that the prior art processes are conducted under gas 
atmosphere. The Examiner respectfully submits that liquid medium is used in the prior 

art and the gas phase of the prior art contains a liquid phase (the mist), therefore 
meeting the limitations of the instant application that the liquid phase is filled in the 
reactor. 

Applicant argues that the prior art discloses that the product is moved from the 
reactor by carrier gas. The Examiner respectfully submits that the final product is 
removed from the reactor by the pressure difference and not a carrier gas, per se. 

Applicant argues that the instant invention discloses that the reactants are not 
injected into a gas filled phase, thus there is no carrier gas and there is no point of 
conjoint collision. The Examiner respectfully submits that the features upon which 
applicant relies (i.e., "the reactants are not injected into the gas phase or carrier gas" 
and , "no point of conjoint in the gas phase or point of conjoint collision") are not recited 
in the rejected claim(s). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1 181 , 26 USPQ2d 1057 (Fed. Cir. 1993). As for the carrier gas, the Examiner 
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assumes that applicant argues tliat there is no carrier gas used to discharge the liquid 
phase. The Examiner respectfully submits that the resulting liquid pigment preparation 
and the gas or the evaporated liquid being removed from the reactor through a further 
opening in the housing by means of overpressure on the gas entry side or under 
pressure on the product and gas exit side reads on the claimed invention, as written, 
absent clear evidence otherwise. Thus the product is removed without using of the 
carrier gas stream. 

Applicant argues that the instant application discloses that the chamber is swirl 
chamber. The Examiner respectfully submits when the reactant is injected into the 
reactor, swirls are formed. 

Applicant argues that the instant application has a liquid phase which is 
turbulent. The Examiner respectfully submits that when the reactant is injected into the 
mist (containing liquid phase), turbulence is formed. 

Regarding to the apparatus claims: 

Applicant argues that the apparatus of the instant application has a swirl 
chamber having an internal space. The Examiner respectfully submits the microjet has 
a chamber and an internal surface. 

Applicant argues that the apparatus of the prior art has additional structure. The 
Examiner respectfully submits that the claim is open. The transitional term comprising is 
inclusive or open-ended and does not exclude additional, unrecited elements. 

Applicant argue that the prior art is silent about the remove any liquid suspension 
immediately after the point of conjoint collision. The Examiner respectfully submits that 
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such limitation is not in the claim and the process limitation has no weight on the 
apparatus claims. 

Applicant argues that conjoint collision does not occur in the instant application. 
The Examiner respectfully submits that first such limitation is not in the claim .In 
response to applicant's argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e., the 
absent of the conjoint collision) are not recited in the rejected claim(s). Although the 
claims are interpreted in light of the specification, limitations from the specification are 
not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 USPQ2d 1057 (Fed. 
Cir. 1 993). Second, applicant's argument can not take the place of evidence (the 
impossibility of formation of the conjoint collision) 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SHUANGYI ABU ALI whose telephone number is 
(571)272-6453. The examiner can normally be reached on Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on 571-272-1233. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Michael A Marcheschi/ 
Primary Examiner, Art Unit 1793 



